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PERIOD FOR RFPi v [check either a) or b)] 

a) S The period for reply expires 5 months from the mailing date of the final rejection 

1. D A .Notice -of, ^peal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(C) ° ^l!^^^ ^ aPP ' iCati0n " better f ° rm f ° r appeal by materially reducing or sim ^ the 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims 
NOTE: 



3.D Applicant's reply has overcome the following rejection(s): 



. would be allowable if submitted in a separate, timely filed amendment 



4.D Newly proposed or amended claim(s) _ 
canceling the non-allowable claim(s). 

5 -® :sss sa: ssr ion has been considered but does not ^ - 

7.ISI For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)Q will be entered and an 
explanat.cn of how the new or amended claims would be rejected is provided ^oTa PP en6e6 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: None . 
Claim(s) objected to: None . 
Claim(s) rejected: 7 and 9-13 . 
Claim(s) withdrawn from consideration: None . 

8. D The proposed drawing correction filed on isa)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. Q Other: 

iVERS 
IIMER 
1200 
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ADVISORY ACTION 

Continuation of 5): 

Applicant's rebuttal argument averring bisphosphonate compounds are not 
known to be useful in reducing tumor burden have been considered but are not found 
persuasive. The herein claimed bisphosphonate compound is known from the cited 
prior art as useful to inhibit bone resorption and treating bone lesions associated with 
multiple myeloma thereby. It is the examiner's position that treating bone lesions 
associated with multiple myeloma would be considered as treating multiple myeloma 
(See Shipman et al. p.132, col. 2, last paragraph). There are recited limitations drawn 
to the mechanism of action of the instant bisphosphonate compound, which is an old 
and well-known compound. Arguments that Applicant's claims are not directed to the 
old and well known ultimate utility for this compound are not probative. It is well settled 
patent law that mode of action elucidation fails to impart patentable moment to 
otherwise old and obvious subject matter. Applicant's attention is directed to Inre 
Swinehart, (169 USPQ 226 at 229) where the Court of Customs and Patent Appeals 
stated "is elementary that the mere recitation of a newly discovered function or property, 
inherently possessed by things in the prior art, does not cause a claim drawn to those 
things to distinguish over the prior art.". Additionally, where the Patent Office has reason 
to believe that a functional limitation asserted to be critical for establishing novelty in the 
claimed subject matter, may in fact be an inherent characteristic of the prior art, it 
possesses the authority to requires the applicant to prove that the subject matter shown 
to be in the prior art dose not posses the characteristic relied on. The ultimate utility for 
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the claimed compounds is old and well known, rendering the claimed subject matter 
obvious to the skilled artisan. It would follow therefore that the instant claims are 
properly rejected under 35 USC 103. 
No claims is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to San-ming Hui whose telephone number is (703) 305- 
1002. The examiner can normally be reached on Mon 9:00 to 1 :00, Tu - Fri from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, PhD., can be reached on (703) 305-1877. The fax 
phone numbers for the organization where this application or proceeding is assigned 
are (703) 308-4556 for regular communications and (703) 308-4556 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1235. 



San-ming Hui 
September 10, 2002 



